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Disposition of Claims 

4) S Claim(s) 1J_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^7 is/are rejected. 
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1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Claim Rejections • 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 6, and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, the recitation on lines 7-8; "doping different alkaline-earth metals to 
said A" renders the claim indefinite. It is unclear whether the different alkaline metals 
are included in the general form of materials for cathode or in the instant case the 
different alkaline-earth metals are added to the formula such that the doping of the 
alkaline-earth metals would change the formula of the general form of materials for 
cathode. 

Claim 3 recites the limitation "lanthanum (La)" in line 1 which perhaps should be 
changed to "lanthanide" which does have antecedent basis. There is insufficient 
antecedent basis for this limitation in the claim. 

In claim 6, the recitation on lines 1-2; "wherein said Lni. x A x Cu 1 . y By02.5 + /-6 is 
operating temperature in a range of 400-800 degrees Celsius" renders the claim 
indefinite. It is unclear what operating conditions are being referred to in the claim. 

Claim 7 recites the limitation "the AB0 2 .5+/-8" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 

Clarification and/or correction is required. 
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Claim Objections 

Claim 1 is objected to because of the following informalitites: The following 
typographical error appears in claim 1. It appears "conversing" in line 8 is intended to 
be -converting-. Appropriate action is required. 

Claim 3 is objected to because of the following informalities: The following 
typographical errors appear in claim 3. It appears "stannum (SN)" is intended to be - 
samarium(Sm)--. Appropriate correction is required. 

Claims 3, 4, and 7 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. In claim 4, all the 
alkaline-earth metals are listed in the group such that claim 4 fails to further limit claim 
1 . In claim 3, if the 35 U.S.C. 112 rejections and objections are corrected, it would 
appear all the lanthanides will be listed such that claim 3 would fail to further limit claim 
1. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/796,976 Page 4 

Art Unit: 1754 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tao (U.S. 2002/0015877). 

Tao teaches a materials for solid state cathode (paragraph 001 1 , lines 1-3) 
wherein said materials having general form as La x A a BbC c Od wherein A is an alkaline 
earth metal, B is selected from the group consisting of scandium, yttrium and a 
lanthanide metal, C is selected from the group consisting of iron, cobalt, nickel, copper, 
and zinc, x is from 0 to about 1 .5, a is from 0 to about 0.5, b is from 0 to about 0.5, c is 
from 0 to about 0.5, and d is between about 1 and about 5 (paragraph 001 1) wherein at 
least one of x, y, a, b, and c is greater than zero (this meets the limitation wherein 
copper is partly converted to trivalence ion as met by the formula Cu0 3 , paragraph 
001 1 , lines 16-18) and the materials for cathode in a solid oxide fuels cell is operable at 
a temperature of 400°C to 2000°C (paragraph 0007, lines 8-10). Tao teaches 
introducing ions having valence numbers of less than four in a lattice structure (trivalent 
copper is an ion having a valence number of less than four, paragraph 0037, lines 25- 
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30) in a lattice structure for the purpose of having extra oxygen anion vacancies in the 
crystal lattice (paragraph 0037, lines 27-30). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time applicant's invention was made to provide 
introducing ions having valence numbers of less than four in a lattice structure (trivalent 
copper is an ion having a valence number of less than four, paragraph 0037, lines 25- 
30) in a lattice structure in Tao in order to have extra oxygen anion vacancies in the 
crystal lattice (paragraph 0037, lines 27-30) as taught by Tao. 

As to the limitation of doping, converting, forming, utilizing, compounding, and 
obtaining, it appears that the instantly claimed product by process is the same as that 
which is claimed (materials for cathode in solid oxide fuel cells). When the examiner 
has found a substantially similar product as in the applied prior art, the burden of proof 
is shifted to the applicant to establish that their product is patentably distinct and not the 
examiner to show the same process as making. In re Brown. 1 73 USPQ 685 and In re 
Fessman, 180 USPQ 324. Tao teaches materials for cathode in solid oxide fuel cells 
having the form as La x A a B b CcOd as described above such that the structure of the prior 
art is substantially similar as the claimed invention. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Takanishi et al. (U.S. 5679481). 

Takanishi et al. teach a cathode material expressed by the general formula Lii. x . 
a AxNii.Y.bB Y 02 where A is strontium or barium or is at least two kinds of alkaline earth 
metal element, Bis at least one kind of transition metal element, X is greater than 0 and 
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less than or equal to 0.1 and Y is greater than 0 and less than or equal to 0.30, a is 
greater than or equal to -0.10 and less than or equal to 0.10, b is greater than or equal 
to -0.15 and less than or equal to 0.15 (col. 4, lines 35-60). Takanishi et al. teaches it 
would be obvious based on the reasoned explanation that structure of copper in the 
cathode would necessarily have different valences as a randomized structure such that 
part of the copper would be trivalence copper ion. 

As to the limitation of the operating temperature, Takanishi et al. teach a material 
with the same structure of the claimed invention such that the material of Takanishi et 
al. has all the structural limitations of the claimed invention. 

As to the limitation of doping, converting, forming, utilizing, compounding, and 
obtaining, it appears that the instantly claimed product by process is the same as that 
which is claimed (materials for cathode in solid oxide fuel cells made by doping, 
forming, and converting). When the examiner has found a substantially similar product 
as in the applied prior art, the burden of proof is shifted to the applicant to establish that 
their product is patentably distinct and not the examiner to show the same process as 
making. In re Brown. 173 USPQ 685 and In re Fessman, 180 USPQ 324. Takanishi et 
al. teach a cathode material expressed by the general formula Lii- x -aA x Nii-Y-bBYC>2 as 
described above such that the structure of the prior art is substantially similar as the 
claimed invention. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Wartalowicz whose telephone number is (571) 

272- 5957. The examiner can normally be reached on 8:30-6 M-Th and 8:30-5 on 
Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





May 24, 2006 



Paul Wartalowicz 



COLLEEN P. COOkE 
PRIMARY EXAMINER 



